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DETAILED ACTION 

1 . Claims 1-28 have been examined. Claim 1 has been amended. No claims have 
been added. 



2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
10/21/2008 has been entered. 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 



conditions and requirements of this title. 

4. Claims 1-28 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

5. Claims 1 and 17 are directed to a method. Specifically, Claims 1 and 17 recite 
"receiving an electronic representation, determining the promissory payment, special 
rule database, acquiring, evaluating an electronic profile...." However, this is merely 
software, and it has been held that software without a required computer-readable 



Continued Examination Under 37 CFR 1.114 



Claim Rejections - 35 USC § 101 



3. 



35 U.S.C. 101 reads as follows: 
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medium-storing the software that, when executed, causes the computer to perform a 
particular process or method (MPEP 2106.01) is merely nonfunctional descriptive 
material and non-statutory under 35 U.S.C. 101. 

Claims 2-16, and 18-28 are rejected as each depends from claims 1 and 16 
respectively. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1-28 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Templeton et al. (US 2003/0130919.) 

8. With respect to claim 1 , Templeton et al. teaches a method of processing 
electronic promissory payments made by a customer to a merchant, the method 
comprising: 

a. receiving an electronic representation of a promissory payment that 
includes an identification of the customer account and the merchant ('919; 
Paragraph 0049; Paragraph 0066: internal database with customer and merchant 
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information; Fig 2- internal database 156: check-writer information, merchant 
information, and negative database.) 

b. determining whether the payment can be submitted for subscriber 
settlement by evaluating a special rules database to determine whether the 
customer's transactions are subject to a special rule ('919; Paragraphs. 0064; 
0071 : negative database), wherein the special rules database comprises a 
plurality of records associated with customers, a plurality of records associated 
with financial institution accounts, a plurality of records associated with financial 
institution branches, and a plurality of records associated with past financial 
transactions and wherein each record of the special rules database is associated 
with a rule defining an alternative resolution strategy for handling the promissory 
payment ('919; Paragraph 0071-0074; Fig. 3: Database of DDA information- 
Decision systems 182; Paragraph 0077:); 

c. submitting the promissory payment to the customer's financial institution 
electronically if it is determined that the transactions of the customer are not 
subject to a special rule ('919; Figs. 2 and 3: issue bank; Paragraph 0059 send 
check to the check-issuing bank) ; and 

d. applying the special rule if it is determined that the transactions of the 
customer are subject to a special rule ('919; Paragraph 0066-0068, 0072.) 



The Examiner notes the recited "if in the limitations does not distinguish the 



Application: 1 0/821 ,408 Paper No. 20081 1 1 9 

Art Unit: 3686 Page 5 

claimed invention. This phrase is conditional limitation with the noted "if step that is not 
necessary performed. Accordingly, once the positively recited steps are satisfied, the 
method as a whole is satisfied, regardless of whether or not other steps are 
conditionally invocable under certain other hypothetical scenarios. [See: In re Johnson, 
77 USPQ2d 1788 (CA FC 2006); Intel Corp. v. Int'l Trade Comm'n, 20 USPQ2d 1 161 
(Fed. Cir. 1991); MPEP 210611 C]. 



2. With respect to claim 2, Templeton et al. evaluating the special rules database 
includes identifying the customer's financial institution associated with at least one of an 
account number, a routing number, and an alternative routing number ('919; Paragraph 
0066: negative database with account information.) 

3. With respect to claim 3, Templeton et al. teaches wherein evaluating the special 
rules database includes determining if the special rule comprises printing the electronic 
representation of the payment as a paper drafted check for submission to the clearing 
house ('919; Paragraph 0160, lines 1-7.) 

The Examiner notes the recited "if in the limitations does not distinguish the 
claimed invention. This phrase is conditional limitation with the noted "if step that is not 
necessary performed. Accordingly, once the positively recited steps are satisfied, the 
method as a whole is satisfied, regardless of whether or not other steps are 
conditionally invocable under certain other hypothetical scenarios. [See: In re Johnson, 
77 USPQ2d 1788 (CA FC 2006); Intel Corp. v. Int'l Trade Comm'n, 20 USPQ2d 1 161 
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(Fed. Cir. 1991); MPEP 210611 C]. 

4. With respect to claim 4, Templeton et al. teaches wherein applying the special 
rule includes submitting the paper drafted check to the customer's financial institution 
('919; Paragraph 0157, lines 1-6, Paragraph 0160, lines 1-7.) 

5. With respect to claim 5, Templeton et al. teaches applying the special rule 
includes submitting a pre-authorized check or PAC item ('919; Paragraph 0050, lines 1- 
15.) 

6. With respect to claim 6, Templeton et al. teaches evaluating the special rules 
database includes determining if the special rule comprises submitting the electronic 
representation of the payment to the customer's financial institution via a direct 
electronic access system ('919; Paragraph 0089, lines 8-12, Paragraph 0058, lines 9- 
14.) 

The Examiner notes the recited "if in the limitations does not distinguish the 
claimed invention. This phrase is conditional limitation with the noted "if step that is not 
necessary performed. Accordingly, once the positively recited steps are satisfied, the 
method as a whole is satisfied, regardless of whether or not other steps are 
conditionally invocable under certain other hypothetical scenarios. [See: In re Johnson, 
77 USPQ2d 1788 (CA FC 2006); Intel Corp. v. Int'l Trade Comm'n, 20 USPQ2d 1 161 
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(Fed. Cir. 1991); MPEP 210611 C]. 

7. With respect to claim 7, Templeton et al. teaches applying the special rule 
includes submitting the electronic representation of the payment to the customer's 
financial institution via the direct electronic access system ('919; Paragraph 0058, lines 
9-14.) 

8. With respect to claim 8, Templeton et al. teaches evaluating the special rules 
database includes determining if the special rule comprises the use of an alternative 
routing transit number ('919; Paragraph 0088, lines 1-8.) 

The Examiner notes the recited "if in the limitations does not distinguish the 
claimed invention. This phrase is conditional limitation with the noted "if step that is not 
necessary performed. Accordingly, once the positively recited steps are satisfied, the 
method as a whole is satisfied, regardless of whether or not other steps are 
conditionally invocable under certain other hypothetical scenarios. [See: In re Johnson, 
77 USPQ2d 1788 (CA FC 2006); Intel Corp. v. Int'l Trade Comm'n, 20 USPQ2d 1 161 
(Fed. Cir. 1991); MPEP 210611 C]. 

9. With respect to claim 9, Templeton et al. teaches applying the special rule 
includes submitting the electronic representation of the promissory payment to the 
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customer's financial institution using the alternative routing transit number ('919; 
Paragraph 0089, lines 9-12.) 

10. With respect to claim 10, Templeton et al. teaches evaluating the special rules 
database includes determining if the special rule comprises the use of an alternative 
account number ('919; Paragraph 0088, lines 1-8.) 

The Examiner notes the recited "if in the limitations does not distinguish the 
claimed invention. This phrase is conditional limitation with the noted "if step that is not 
necessary performed. Accordingly, once the positively recited steps are satisfied, the 
method as a whole is satisfied, regardless of whether or not other steps are 
conditionally invocable under certain other hypothetical scenarios. [See: In re Johnson, 
77 USPQ2d 1788 (CA FC 2006); Intel Corp. v. Int'l Trade Comm'n, 20 USPQ2d 1 161 
(Fed. Cir. 1991); MPEP 210611 C]. 

1 1 . With respect to claim 1 1 , Templeton et al. teaches applying the special rule 
includes submitting the electronic representation of the promissory payment to the 
customer's financial institution using the alternative account number ('919; Paragraph 
0088, lines 1-8.) 
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12. With respect to claim 12, Templeton et al. teaches receiving electronic 
promissory payments comprises generating an electronic profile relating to the 
customer using electronic check conversion ('919; Paragraph 0162, lines 1-10.) 

13. With respect to claim 13, Templeton et al. teaches applying the special rule 
comprises submitting the electronic representation to the customer's financial institution 
and transferring funds from the customer's account using electronic fund transfer ('919; 
Paragraph 0058, lines 9-14.) 

14. With respect to claim 15, Templeton et al. teaches the method further comprises 
performing a risk assessment relating to processing electronic promissory payments 
using the electronic representations of the promissory payments ('919; Abstract, lines 1- 
6.) 

15. With respect to claim 16, Templeton et al. teaches updating the special rules 
database in a manner so as to record previous submissions by the customer ('919; 
Paragraph 0081, lines 1-15.) 

16. With respect to claim 1 7, Templeton et al. teaches a method of settling a financial 
transaction between a customer and a merchant using a routing mechanism ('919; 
Paragraph 0089, lines 1-13), the method comprising: 
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acquiring an electronic profile relating to the customer, wherein the electronic 
profile can be used to transfer funds from the customer's financial institution 
('919; Paragraph 0025); 

evaluating the electronic profile using a special rules database having previously 
stored electronic information relating to the customer in a manner so as to 
identify a special rule; and requesting settlement of the financial transaction with 
the customer's financial institution using the electronic profile and the special 
rule, wherein the special rule identifies the manner in which the finds can be 
transferred from the customer's financial institution ('919; Paragraph 0049; 
Paragraph 0066: internal database with customer and merchant information; Fig 
2- internal database 156: check-writer information, merchant information, and 
negative database; Paragraph 0088.) 

17. With respect to claim 18, Templeton et al. teaches identifying the special rule 
includes identifying that the financial transaction requires printing of a paper drafted 
check ('919; Paragraph 0160, lines 1-7.) 



18. With respect to claim 19, Templeton et al. teaches printing the paper drafted 
check includes printing a drop-to-draft check ('919; Paragraph 0160, lines 1-7.) 
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1 9. With respect to claim 20, Templeton et al. teaches requesting settlement of the 
financial transaction comprises submitting the printed paper drafted check to the 
clearing house to settle the financial transaction ('919; Paragraph 0160, lines 1-10.) 

20. With respect to claim 21 , Templeton et al. teaches identifying the special rule 
includes identifying that the financial transaction requires the use of a direct electronic 
access system ('919; Paragraph 0089, lines 8-12, Paragraph 0058, lines 9-14.) 

21 . With respect to claim 22, Templeton et al. teaches requesting settlement of the 
financial transaction comprises submitting the electronic profile to the customer's 
financial institution using the direct electronic access system ('919; Paragraph 0058, 
lines 9-14.) 

22. With respect to claim 23, Templeton et al. teaches evaluating the special rules 
database includes evaluating pre-recorded electronic information relating to either the 
customer or the customer's financial institution ('919; Paragraph 0086, lines 1-14.) 

23. With respect to claim 24, Templeton et al. teaches evaluating the pre-recorded 
information comprises evaluating a previous check writing history relating to either the 
customer or the customer's financial institution ('919; Paragraph 0089 lines 6-12.) 
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24. With respect to claim 25, Templeton et al. teaches identifying either the customer 
or the customer's financial institution associated with at least one of an account number, 
a routing number, and an alternative routing number ('91 9; Paragraph 0081, lines 1-15.) 

25. With respect to claim 26, Templeton et al. teaches the method further comprises 
generating a risk score indicative of the risk associated with the financial transaction 
('919; Paragraph 0093, lines 1-5) 

26. With respect to claim 27, Templeton et al. teaches updating the special rules 
database in a manner so as to record previous electronic profiles relating the customer 
('919; Paragraph 0089, lines 1-13.) 

27. With respect to claim 28, Templeton et al. teaches evaluating the electronic 
profile further comprises developing at least one special rule relating to at least the 
customer ('919; Paragraph 0089, lines 1-13.) 

Claim Rejections - 35 USC § 103 

28. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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29. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Templeton et al. in view of Allan (US 2003/0055756.) 

30. With respect to claim 14, Templeton et al. teaches wherein applying the special 
rules comprises submitting the electronic representation to the customer's financial 
institution directly and transferring funds from the customer's account direct connect, 
On-Us processing ('919; Paragraph 0058.) However, Templeton et al. does not direct 
show account direct connecting of On-us processing. Allan teaches an On-us 
transaction (Page 4, paragraph 0040.) 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify Templeton et al. taught by Allan and include Allan's 
On-us transaction in Templeton et al. 

Response to Arguments 

31 . Applicant's arguments filed 10/21/2008 have been fully considered but they are 
not persuasive. 

32. In the remarks filed October 21 , 2008, Applicant argues that the Templeton et al. 
reference does not disclose evaluating the electronic profile using a special rules 
database having previously stored electronic information relating to the customer in a 
manner so as to identify a special rule 
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33. In response to Applicants' arguments, the Examiner respectfully disagrees on the 
inaction of the teachings of Templeton et al. regarding using special rules database. 
Templeton et al. discloses the negative database, in a check approval system, that 
stores customer and merchant information in order to identify the manner the funds can 
be transferred. Therefore given the broadest reasonable interpretation to one of 
ordinary skill in the art, it is submitted that the database in the teaching of 
Templeton et al. is in a form of a special rules database. 

Conclusion 

34. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

34. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HIEP NGUYEN whose telephone number is (571 ) 270- 
521 1 . The examiner can normally be reached on Monday through Friday 7:30AM- 
5:00PM. 

35. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry O'Connor can be reached on (571) 272-6787. The fax phone number 
for the organization where this application or proceeding is assigned is (571) 273-8300. 
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36. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or (571) 272-1000. 

Hiep Nguyen /H. N./ 
Examiner, Art Unit 3686 
November 20, 2008 



/Gerald J. O'Connor/ 
Supervisory Patent Examiner 
Group Art Unit 3686 



